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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 
A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 07/27/04 has been entered. 

This submission is responsive to the foregoing RCE and its associated amendment dated 
07/27/04. Refer to the abovementioned amendment for specific details on applicant's rebuttal 
arguments. However, the present instant claims (including newly added claims 24) are rejected 
over the same art as seen below and for the reasons of record: 

Election/Restrictions 

1 . Applicant's cancellation of claims 1-1 1 and 17-20 in the reply filed on 07/27/04 is 
acknowledged. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter ptfrtains. Patentability shall not be negatived by the 
manner in which the invention was made. 1 

3. This application currently names joint inventors^fln considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
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claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
4. Claims 12-14, 16 and 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoshitake et al 6087032 in view of the WO 89/12107 publication. 

The present claims are directed to a fuel cell wherein the disclosed inventive concept 
comprises the use of bacterial cellulose therein. Other limitations include the platinum group 
catalyst; the metal salt and the sulfonated polymer. | 
With respect to claim 12: | 

Yoshitake et al disclose a fuel cell comprising a membrane electrode polymer, a fuel 
electrode disposed on one side of the electrolyte , and an air electrode disposed on the other side 
of the electrolyte (ABSTRACT) wherein the gas diffusion electrode constituting the fuel 
electrode and the air electrode is made of a gas diffusion electrode having a catalyst covered with 
a fluorocarbon ion exchange resin (ABSTRACT/ COL 2, lines 53-57). It is disclosed that the 
catalyst is made from a platinum group element (COL 6, lines6-15/ EXAMPLES 1-3) 

Yoshitake et al disclose that the catalyst being supported on a carrier (COL 2, lines 53- 
55 )- Thus, Yoshitake et al do encompass gas diffusion electrodes acting as carrier for supporting 
catalyst. 

Examiner's note: it is noted that the instant claims are being construed as yroduct-bv- 
process claims (i.e. the limitation "the metal catalyst beinz disposed in or on the electrode 
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support structure by placins the electrode support structure in a solution of a metal salt for a 
sufficient time period such that the metal salt is reduced to metallic form and the metal catalyst 
precipitates in or on the electrode support structure "), therefore the product itself (yiz. the 
electrode support structure of the fuel cell) does not depend on the process of making it. 
Accordingly, in a product-by-process claim, the patentability of a product does not depend on its 
method of production. In that, it is further noted that the product in the instant claims is the same 
as or obyious oyer the product of the prior art. Therefore, the claims are obyious oyer the 
applied art aboye as it has been held similar products claimed in product-by-process limitations 
are obyious In re Brown 1 73 USPQ 685 and In re Fessman 180 USPQ 324 (Refer to MPEP 
2113: Product-by-Process Claims). In this case, since the prior art teaches the electrode support 
structures haying disposed thereon a metal catalyst material, the examiner has a reasonable 
basis to suspect that the claimed product and the combined prior art product (i.e. the electrode 
support structure per se) would be substantially the same. 
With respect to claim 13-14 and 24: 

It is disclosed that the catalyst is made from a platinum group element (COL 6, lines6-15/ 
EXAMPLES 1-3) : 
With respect to claim 16: 

It is disclosed the use of a fluorocarbon sulfonic acid type ion exchange resin as the ion 
exchange resin (COL 2, lines 61 to COL 3, line 3). 

Yoshitake et al disclose a fuel cell according to the foregoing. However, Yoshitake et al 
do not disclose the specific anode/cathode material; and the specific membrane material. 
As to claims 12 and 23: 
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The WO' 107 publication teaches articles made from bacterial cellulose wherein the 
articles are useful for producing a variety of articles (ABSTRACT). It is disclosed that microbial 
cellulose, as a substitute for conventional cellulose and for applications in which conventional 
cellulose was not previously used, finds a variety of uses such as a specialty carrier , such as for 
mel cells (P a ge 3, lines 19-33). It is further disclosed that the same type of approach will make 
these gels useful in fuel cell and battery structure articles^ where the electrolyte comprises the 
liquid phase of the microbial cellulose gel (page 17, lines 33-36). Thus, it is noted that the 
WO 7 07 publication does encomp ass the use of bacterid cellulose articles as both fuel cell 
electrolytes and specialty carriers. In this regard it is hrther noted that gas diffusion electrodes 
(i. e. fuel electrodes and air electrodes) need to carry caihlvst so as to provide the actiye area for 
carrying out the nece ssary electrochemical reaction for converting chemical energy into 
electrical energy. Thus, a fuel cell electrode is a catalyst carrier, that is. a structure adapted to 
support catalyst material 

The WO' 107 publication further discloses that the cellulose membrane can be loaded 
with various features (page 18, lines 1-2). It has superior properties because of their self- 
supporting properties and characteristics (page 16, lines 31-32). 
As to claims 21-22: 

The WO' 107 publication also teaches the use of dehydrated bacterial cellulose articles 
(page 30, lines 5-8). 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific anode/cathode material (the specialty carrier) and 
membrane material of the WO' 107 publication in the fuel cell of Yoshitake et al because the 
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WO' 107 publication enables those skilled in the art to use bacterial cellulose articles as specialty 
carriers and electrolyte membranes for fuel cells. In that, it is noted that the WO '107 publication 
makes clear that the resulting cellulose article has a large number or set of properties which can 
be collected and compiled for transposing microbial-produced cellulose microfibrils into 
compositions, articles, and structures having nonobvious properties, not previously known for 
cellulosic compositions. Thus, microbial cellulose, as a substitute for conventional cellulose and 
for applications in which conventional cellulose was not previously used, finds a variety of uses. 
Accordingly, the WO '107 publication clearly envisages the use of bacterial cellulose articles as 
specialty carrier and electrolyte membranes in fuel cells. Furthermore, since Yoshitake et al do 
encompass gas diffusion electrodes acting as carrier for supporting catalyst and the WO '107 
publication does encompass the use o f bacterial cellulose articles for both as fuel cell 
electrolytes as well as specialty carrier, it is impartially upheld and remarked that the cited 
references share the same field of endeavor and/or, at least are reasonably pertinent to each 
other because they both address the same problem with which the inventor is currently 
concerned. 

5. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshitake et al 
6087032 in view of the WO 89/12107 publication as applied to claim 1 above, and further in 
view of Westland et al 5207826. 

Yoshitake et al'032 and the WO 89/12107 publication are argued, applied and 
incorporated herein for the reasons above. However, neither Yoshitake et aP032 nor the WO 
89/12107 publication expressly disclose the metal salt on the membrane structure. 
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Westland et al reveals the use of base medium for use with cellulose producing microbial 
cultures (COL 6, lines 14-30) comprising metal salts (COL 6, lines 14-30); it is also taught 
coating metals on bacterial cellulose to produce materials having special electronic properties 
(COL 2, lines 56-68). 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific metal salt on the membrane structure of Westland et al in 
the fuel cell membrane material of both Yoshitake et al'032 and the WO 89/12107 publication 
Because Westland et al teach that coating metals on bacterial cellulose is good for producing 
materials having special electronic properties. For instance, fuel cell electrodes and membranes 
are fuel cell components requiring special electronic properties. Thus, Westland et al's teachings 
encompass the use of metal-coated bacterial cellulose for electrical-related applications, which 
may include fuel cells for electrical power generation. 

Response to Arguments 

6. Applicants arguments filed 07/27/04 have been fully considered but they are not 
persuasive. The sole contention of applicants' arguments is grounded on the assertion that the 
prior art of record "says nothing about the deposition of the metal from metal salts (the specific 
deposition technique/method)" and that "the fundamental differences between the invention of 
amended independent claim 12 and the teachings of all of the prior art references is the specific 
methods used by the prior art reference " including a lengthy argument section arguing the 
preceding assertion ". In this regard, it is noted that the present claims are being construed as 
product-by-process claims . Thus, although applicants are entitled to define a product by using 
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process/method limitations, what is given patentably consideration is the product itself (i.e. the 
electrode support structure per se) and not the manner in which the product was made. In this 
case, the prior art teaches the electrode support structures having disposed thereon a metal 
catalyst material. In consequence, the references are teaching substantially the same product and 
constituents as the product made by the method of the instant claims. Therefore, the patentability 
of a product is independent of how it was made. However, there maybe situations when the 
manner in which a product was made should be given consideration. Thus, burden is on 
applicants to show differences in product-by-process claims as well as in product comparisons. 
Further, even though the prior are may fail to disclose other physical properties, in view of the 
substantially similar products being disclosed in the instant application, the examiner has a 
reasonable basis to suspect that the claimed product and the combined prior art product (i.e. the 
electrode support structure per se) would be substantially the same. Since PTO does not have 
proper equipment to carry out the analytical tests, the burden is then shifted to applicants to 
provide objective evidence demonstrating the claimed product is necessarily different from the 
prior art's product, and that the difference is unobvious (Refer to MPEP 2113: Product-by- 
Process Claims). 

Accordingly, the examiner further asserts that the arguments of counsel cannot take the 
place of evidence in the record. An assertion of what seems to follow from common experience 
is just attorney argument and not the kind of factual evidence that is required to rebut a prima 

facie obviousness for product-by-process claims. That is to say, a statement or argument by the 

p. 

attorney is not factual evidence. (See MPEP 716.01 and 2145 Consideration of Applicant's 
Rebuttal Arguments). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. States information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. Fof more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Raymond Alejandro 
Examiner 
Art Unit 1745 




